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Remarks 

Claims 1-27 are currently pending in the Application, Claims 28-35 are newly presented 
herein and Claims 7-8, 14-15 and 24-25 are herein canceled without prejudice. 

Allowable Claims 

Applicant acknowledges with gratitude the Examiner's indication of allowability as to 
Claims 18 and 22. 

Summary of claim amendments 

This response amends Claims 1, 4, 9, 1 1, 19, 23 and 26 to clarify the language of the 
claims. 

Claims 7-8, 14-15 and 24-25 have been canceled without prejudice. 
New Claims 

This response adds new claims 28-35 to more completely claim the invention. Support 
for the new Claims 28-35 can be found in the original Claims 17-18 and 22. 

Specification amendments 

This response amends paragraph at page 9, lines 5-9 of the specification as shown above. 
Support for the amendment can be, for example, found in Figure 1 and the associated text 
in the specification. 

Drawing objections 

The Examiner objects to the drawings for not showing some features recited in the 
pending claims. Applicant submits that the claims have been amended by deleting 
features allegedly not shown in the figures. Applicant respectfully requests that the 
objection be withdrawn. 
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Claims 7, 1 1-15 and 23-27 stand rejected under 35 U.S.C. §112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Applicant submits that the claims have been 
amended and respectfully requests that the rejection be withdrawn. 

35 U.S.C. §103(a) rejections 

Claims 1-5, 7-8, 11-15 and 24-25 stand rejected under 35 U.S.C. §103 (a) as being 
obvious in view of Da Silva (U.S. Patent No. 2005/0018724) and further in view of 
Heflinger (U.S. Patent No. 6,545,785) and Drentea (U.S. Patent No. 7,139,545). Claims 
6, 9-10 and 23-27 stand rejected under 35 U.S.C. § 103(a) as being obvious in view of Da 
Silva and further in view of Heflinger. Claims 16-17 and 19 stand rejected under 35 
U.S.C. § 103(a) as being obvious in view of Da Silva and further in view of Lida (U.S. 
Publ. No. 2002/0075539). Claims 20-21 stand rejected under 35 U.S.C. § 103(a) as being 
obvious in view of Da Silva and further in view of Lida and Foltzer (U.S. Patent No. 
6,487,329). 

Applicant submits that the Examiner has not established a prima facie case of 
obviousness for the claims rejected under 35 U.S.C. §103 (a) because the Examiner has 
failed to show that the cited references teach each and every element as claimed in the 
present application. 

Claim 1 

A. Applicant submits that the Examiner has not shown that Da Silva, Heflinger and 
Drentea disclose, suggest or teach, inter alia, the following features recited by Claim 1 of 
the present application: 

"the data transmission portion being arranged in a plurality of segments, 
each segment . . . including at least: (a) an array of lasers, with each laser 
in the array of lasers in each segment being injection locked to an optical 
tone in the comb generated by the optical comb generator" (emphasis 
added) 
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Referring to Da Silva's Figure 1, reproduced below, the Examiner asserts that, although 
Claim 1 recites a plurality of transmission "segments," at least one transmission 
"segment" and its "array of lasers" as recited in Claim 1 are allegedly disclosed by Da 
Silva's slave laser locking blocks 5i-5 N and element 1 1 (p. 4, last paragraph of the Office 
Action). 
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Furthermore, although the Examiner concedes that Da Silva fails to disclose at least an 
additional transmitter "segment" as recited in Claim 1, the Examiner alleges that it would 
have been obvious to one skilled in the art to implement multiple transmitter sections in 
the transmission system as disclosed by Da Silva (p. 6, 11, 4-12 of the Office Action). 
According to the Examiner, "it has been held that mere duplication of the essential 
working parts of a device involves only routine skill in the art. St. Regis Paper Co. v. 
Bemis Co., 193 USPQ 8" (p. 6, 11, 4-12 of the Office Action). 



Applicant objects to the Examiner allegation that adding a "plurality of segments" as 
recited in Claim 1 to De Silva would have been obvious to one skilled in the art in view 
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of St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. Applicant submits that in "St. Regis 
Paper, the Court of Appeal for the Seventh Circuit held that redundancy of layers to 
confer strength was obvious in the paper bag art" (emphasis added) (p. 14, 11. 1-3 of Ex 
parte Rodney A. Mattison enclosed herein for the Examiner's ease of reference). In the 
Ex parte Rodney A. Mattison, the Examiner was of the opinion that additional 
comparators presented in Mattison' s claims comprise duplicate components and were 
obvious in view of St. Regis Paper Co. v. Bemis Co., 193 USPQ 8 (p. 13, last paragraph 
of Ex parte Rodney A. Mattison). In their decision, the Appeal Board in the Ex parte 
Rodney A. Mattison reversed the Examiner's rejection and found that it would not have 
been obvious to have multiple comparators because the comparators were not redundant 
as required by St. Regis Paper Co. v. Bemis Co., 193 USPQ 8 because each comparator 
had a distinct input (p. 14, 11. 5-6 of Ex parte Rodney A. Mattison). 

Applicant acknowledges that the opinion in the Ex parte Rodney A. Mattison is not 
binding precedent of the Board, however, it is being used herein to help the Examiner 
realize that St. Regis Paper Co. v. Bemis Co., 193 USPQ 8 has been interpreted to apply 
in circumstances where the duplicate components are redundant not just in any case 
where there are similar components. 

According to the Webster's New Explorer Encyclopedic Dictionary, the term 
"redundant" is defined as "serving as a duplicate for preventing failure of an entire 
system . . . upon failure of a single component." See the definition of the term 
"redundant" from Webster's New Explorer Encyclopedic Dictionary enclosed herein. 
Contrary to St. Regis Paper Co. v. Bemis Co., 193 USPQ 8, the "plurality of segments" 
as recited in Claim 1 do not serve as duplicates for preventing failure of an entire system 
and each segment according to Claim 1 has a distinct input because the "array of lasers" 
in each segment according to Claim 1 is "injection locked to an optical tone in the comb 
generated by the optical comb generator." Because the "plurality of segments" as recited 
in Claim 1 are not redundant and because De Silva does not teach, disclose or suggest a 
"plurality of segments" as conceded by the Examiner, Claim 1 is patentable over De 
Silva. 
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Applicant submits that the Examiner has failed to establish a prima facie case of 
obviousness for the claims rejected under 35 U.S.C. §103(a), because the "plurality of 
segments" as recited in Claim 1 are not redundant and because De Silva does not teach, 
disclose or suggest a "plurality of segments" as conceded by the Examiner. Therefore, 
Applicant respectfully requests that the rejection be withdrawn. 

B. Applicant submits that the Examiner has not shown that Da Silva, Heflinger and 
Drentea disclose, suggest or teach, inter alia, the following features recited by Claim 1 of 
the present application: 

"a data source providing data for modulating the light generated by a 
majority but less than all of the lasers in the array of lasers in each 
segment" (emphasis added) 

Referring to Da Silva's Figure 1, reproduced above, the Examiner asserts that the "array 
of lasers" as recited in Claim 1 is disclosed by Da Silva's slave laser locking blocks 5i-5 N 
(p. 4, last paragraph of the Office Action). Applicant respectfully traverses the 
Examiner's assertion. 

According to Da Silva, all the slave laser locking blocks 5i-5n are modulated by 
modulators 6i-6 N . Contrary to Da Silva, only a "majority but less than all of the lasers 
in the array of lasers" (emphasis added) as recited in Claim 1 are being modulated, not 
all the lasers in the array of lasers. 

The Examiner may be tempted to refer to Da Silva's laser 2 to try to show that because it 
is not being modulated by the modulators 6p6 N it shows that only a majority of Da 
Silva's lasers are being modulated. Applicant respectfully notes that Da Silva's laser 2 
does not disclose one of the lasers in the "array of lasers" as recited in Claim 1, because 
Da Silva's laser 2 drives Da Silva's optical frequency comb generator 3 (p. 3, paragraph 
[0036] of Da Silva), whereas "each laser in the array of lasers" according Claim 1 is 
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"injection locked to an optical tone in the comb generated by the optical comb 
generator" (emphasis added). 

Applicant submits that the Examiner has failed to establish a prima facie case of 
obviousness for the claims rejected under 35 U.S.C. §103(a), because De Silva teaches 
that all of its slave laser locking blocks 5 r 5 N are modulated, not the majority. Therefore, 
Applicant respectfully requests that the rejection be withdrawn. 

C. Applicant submits that the Examiner has not shown that Da Silva, Heflinger and 
Drentea disclose, suggest or teach, inter alia, the following features recited by Claim 1 of 
the present application: 

"the data receiving portion being arranged in a plurality of segments, 

each segment of the data receiving portion including at least: (a) a 
photodetector for detecting demultiplexed modulated signals from at least 
one of the demultiplexers" (emphasis added) 

Referring to Heflinger's Figure 1, reproduced below, the Examiner asserts that, although 
Claim 1 recites a plurality of receiver "segments," at least one receiver "segment" is 
allegedly disclosed by Heflinger's element 8 (p. 6, last paragraph of the Office Action). 
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Figure 1 

Although the Examiner concedes that Heflinger fails to disclose multiple receiver 
"segments" as recited in Claim 1, the Examiner once again alleges that it would have 
been obvious to one skilled in the art to implement multiple receiver sections in the 
transmission system as disclosed by Da Silva in view of Heflinger (p. 8, 11. 1-7 of the 
Office Action). According to the Examiner, "it has been held that mere duplication of the 
essential working parts of a device involves only routine skill in the art. St. Regis Paper 
Co. v. Bemis Co., 193 USPQ 8" (p. 6, 11, 4-12 of the Office Action). 



For the reasons stated above, Applicant submits that St. Regis Paper Co. v. Bemis Co., 
193 USPQ 8 has been interpreted to apply in circumstances where the duplicate 
components are redundant , not just in any case where there are similar components. 

Because the "plurality of segments" of the data receiving portion as recited in Claim 1 are 
not redundant and because Heflinger does not teach, disclose or suggest multiple 
receiver "segments" as conceded by the Examiner, Claim 1 is patentable over De Silva 
and Heflinger. 
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Applicant submits that the Examiner has failed to establish a prima facie case of 
obviousness for the claims rejected under 35 U.S.C. § 103(a), because the "plurality of 
segments" of the data receiving portion as recited in Claim 1 are not redundant and 
because De Silva does not teach, disclose or suggest multiple receiver "segments" as 
conceded by the Examiner. Therefore, Applicant respectfully requests that the rejection 
be withdrawn. 

D. Applicant submits that the Examiner has not shown that Da Silva, Heflinger and 
Drentea disclose, suggest or teach, inter alia, the following features recited by Claim 1 of 
the present application: 

"a photodetector for detecting ... unmodulated signals from at least 
another of the demultiplexers" (emphasis added) 

Referring to Heflinger's Figure 1, reproduced above, the Examiner asserts that the 
"photodetector for detecting ... unmodulated signals" as recited in Claim 1 is disclosed 
by Heflinger's photodetector 60 (p. 6, last paragraph of the Office Action). Applicant 
respectfully traverses the Examiner's assertion. 

As shown above, all of Da Silva' s slave laser locking blocks 5i-5 N are modulated by 
modulators 6i-6 N . Therefore, even if it was somehow possible to have Heflinger's 
element 8 receive data from Da Silva's transmitter, how is Heflinger's photodetector 60 
supposed to detect unmodulated signals when all of Da Silva's signals have been 
modulated by modulators 6i-6n? Because Da Silva does not transmit unmodulated 
signals, Heflinger does not teach, disclose or suggest a "photodetector for detecting . . . 
unmodulated signals" as recited in Claim 1 

Applicant submits that the Examiner has failed to establish a prima facie case of 
obviousness for the claims rejected under 35 U.S.C. § 103(a), because Heflinger does not 
receive unmodulated signals. Therefore, Applicant respectfully requests that the rejection 
be withdrawn. 



Application No: 10/773,945 



Page 19 



Claims 2-5 

Claims 2-5, at least based on their dependency on Claim 1, are also patentable over Da 
Silva and Heflinger. 

Claims 7-8, 14-15 and 24-25 

Claims 7-8, 14-15 and 24-25 have been canceled without prejudice. 
Claim 1 1 

Applicant submits that the Examiner has not shown that Da Silva, Heflinger and Drentea 
disclose, suggest or teach, inter alia, the following features recited by Claim 1 1 of the 
present application: 

"at least one receiver segment, said at least one receiver segment and any 
additional receiver segments" (emphasis added) 

Although the Examiner concedes that Heflinger fails to disclose multiple receiver 
segments, the Examiner once again alleges that it would have been obvious to one skilled 
in the art to implement multiple receiver sections in the transmission system as disclosed 
by Da Silva in view of Heflinger (p. 1 1, last paragraph of the Office Action). According 
to the Examiner, "it has been held that mere duplication of the essential working parts of 
a device involves only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 
USPQ 8" (p. 1 1, last paragraph of the Office Action). 

For the reasons stated above for Claim 1, Applicant once again submits that St. Regis 
Paper Co. v. Bemis Co., 193 USPQ 8 has been interpreted to apply in circumstances 
where the duplicate components are redundant , not just in any case where there are 
similar components. 

Because the "at least one receiver segment and any additional receiver segments" recited 
in Claim 1 1 are not redundant and because Heflinger does not teach, disclose or suggest 
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multiple receiver segments as conceded by the Examiner, Claim 1 1 is submitted to be 
patentable over De Silva and Heflinger, 

Applicant submits that the Examiner has failed to establish a prima facie case of 
obviousness for the claims rejected under 35 U.S.C. § 103(a), because the "at least one 
receiver segment and any additional receiver segments" as recited in Claim 1 are not 
redundant and because De Silva does not teach, disclose or suggest multiple receiver 
segments as conceded by the Examiner. Therefore, Applicant respectfully requests that 
the rejection be withdrawn. 

Claim 12 

Applicant submits that the Examiner has not shown that Da Silva, Heflinger and Drentea 
disclose, suggest or teach, inter alia, the following features recited by Claim 12 of the 
present application: 

"an array of switches for . . . enabling the filters" (emphasis added) 

Referring to Drentea' s Figure 2, reproduced below, the Examiner asserts that the "array 
of switches" as recited in Claim 12 are allegedly disclosed by Drentea' s switch element 
208 (p. 1 1, 11. 3-4 of the Office Action). The Examiner also asserts that the "filters" as 
recited in Claim 12 are allegedly disclosed by Drentea's filter elements 202 (p. 1 1, 11. 1-3 
of the Office Action). Applicant respectfully disagrees with the Examiner's assertions. 
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According to Drentea, the filter elements 202 are enabled by a select command 218 (c. 5, 
11. 40-41 of Drentea), not by the switch element 208. How can Drentea teach, disclose or 
suggest "an array of switches for . . . enabling the filters" as recited in Claim 12, when 
Drentea' s switch element 208 does not enable the filter elements 202? 

Applicant submits that the Examiner has failed to establish a prima facie case of 
obviousness for the claims rejected under 35 U.S.C. §103(a), because Drentea's switch 
element 208 does not enable the filter elements 202. Therefore, Applicant respectfully 
requests that the rejection be withdrawn. 

Claim 12 

Claim 12, at least based on its dependency on Claim 1 1, is also patentable over Da Silva, 
Heflinger and Drentea. 
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Claim 6 

A. Applicant submits that the Examiner has not shown that Da Silva, Heflinger and 
Drentea disclose, suggest or teach, inter alia, the following features recited by Claim 6 of 
the present application: 

"at least one transmitter segment and any additional transmitter segments 
including at least: (i) an array of lasers, with each laser in the array of 
lasers in each segment being injection locked to an optical tone in the 
comb generated by the optical comb generator" (emphasis added) 

Although the Examiner concedes that Da Silva and Heflinger fail to disclose an 
additional transmitter segment, the Examiner again alleges that it would have been 
obvious to one skilled in the art to implement multiple receiver sections in the 
transmission system as disclosed by Da Silva in view of Heflinger (p. 14, last paragraph 
of the Office Action). According to the Examiner, "it has been held that mere duplication 
of the essential working parts of a device involves only routine skill in the art. St. Regis 
Paper Co. v. Bemis Co., 193 USPQ 8" (p. 15, 11. 1-2 of the Office Action). 

For the reasons stated above for Claim 1, Applicant once again submits that St. Regis 
Paper Co. v. Bemis Co., 193 USPQ 8 has been interpreted to apply in circumstances 
where the duplicate components are redundant not just in any case where there are 
similar components. 

Because the "at least one receiver segment and any additional receiver segments" recited 
in Claim 6 are not redundant and because Da Silva and Heflinger do not teach, disclose 
or suggest an additional transmitter segment as conceded by the Examiner, Claim 6 is 
patentable over De Silva and Heflinger. 

Applicant submits that the Examiner has failed to establish a prima facie case of 
obviousness for the claims rejected under 35 U.S.C. § 103(a), because the "at least one 
receiver segment and any additional receiver segments" as recited in Claim 6 are not 
redundant and because De Silva and Heflinger do not teach, disclose or suggest an 
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additional transmitter segment as conceded by the Examiner. Therefore, Applicant 
respectfully requests that the rejection be withdrawn. 

B. Applicant submits that the Examiner has not shown that Da Silva, Heflinger and 
Drentea disclose, suggest or teach, inter alia, the following features recited by Claim 6 of 
the present application: 

"data source providing data for modulating the light generated by a 
majority but less than all of the lasers in the array of lasers in each 
segment" (emphasis added) 

Referring to Da Silva's Figure 1, reproduced above, the Examiner asserts that the "array 
of lasers" as recited in Claim 1 is disclosed by Da Silva's slave laser locking blocks 5i-5 N 
(p. 13, last paragraph of the Office Action). Applicant respectfully traverses the 
Examiner's assertion. 

As stated above, according to Da Silva, all the slave laser locking blocks 5i-5 N are 
modulated by modulators 6i-6 N . Contrary to Da Silva, only a "majority but less than all 
of the laser in the array of lasers" (emphasis added) as recited in Claim 6 are being 
modulated, not all the lasers in the array of lasers. 

Once again, the Examiner may be tempted to refer to Da Silva's laser 2 to try to show 
that because it is not being modulated by the modulators 6i-6 N it shows that only a 
majority of Da Silva's lasers are being modulated. Applicant again respectfully notes that 
Da Silva's laser 2 does not disclose one of the lasers in the "array of lasers" as recited in 
Claim 6, because Da Silva's laser 2 drives Da Silva's optical frequency comb generator 3 
(p. 3, paragraph [0036] of Da Silva), whereas "each laser in the array of lasers" according 
Claim 6 is "injection locked to an optical tone in the comb generated by the optical 
comb generator" (emphasis added). 



Applicant submits that the Examiner has failed to establish a prima facie case of 
obviousness for the claims rejected under 35 U.S.C. § 103(a), because De Silva teaches 



Application No: 10/773,945 • * Page 24 

that all of its slave laser locking blocks 5i-5 N are modulated, not the majority as recited 
in Claim 6. Therefore, Applicant respectfully requests that the rejection be withdrawn. 

Claims 9-10 

Claims 9-10, at least based on its dependency on Claim 6, are also submitted to be 
patentable over Da Silva and Heflinger. 

Claim 23 

Applicant submit that, at least for the reasons stated above for Claims 1 and 6, Da Silva 
and Heflinger do not teach, disclose or suggest "said at least one transmitter segment and 
any additional transmitter segments including at least: (i) an array of lasers, with each 
laser in the array of lasers in said at least one segment being injection locked to an optical 
tone in the comb generated by the optical comb generator; (ii) a data source providing 
data for modulating the light generated by at least a majority but less than all of the 
lasers in the array of lasers in each segment" (emphasis added) as recited in Claim 23. 
Hence, Claim 23 is submitted to be patentable over Da Silva and Heflinger and the 
rejection should be withdrawn. 

Claims 26-27 

Claims 26-27, at least based on their dependency on Claim 23, are also patentable over 
Da Silva and Heflinger. 

Claim 16 

Applicant submits that the Examiner has not shown that Da Silva and Lida disclose, 
suggest or teach, inter alia, the following features recited by Claim 16 of the present 
application: 

"frequency shifting at least one optical tone in the optical comb by a 
frequency less than Af to produce a frequency shifted unmodulated 
optical reference tone" (emphasis added) 
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Applicant submits that in order to produce "a frequency shifted unmodulated optical 
reference tone" as recited in Claim 16, the "at least one optical tone" of Claim 16 that is 
frequency shifted has to be unmodulated. Contrary to Claim 16, as stated above, Da 
Silva's slave laser locking blocks 5i-5 N are all modulated by modulators 6i-6 N . Referring 
to Da Silva Figure 1, reproduced above, the Examiner even concedes that the output 
optical tones fj, f 2 , and f N are modulated tones (p. 17, last paragraph, 11. 6-7 of the 
Office Action). Because Da Silva's output tones fi, f 2 , and f N are modulated, where is an 
unmodulated optical tone that produces a "shifted unmodulated optical reference tone" 
(emphasis added) when it is frequency shifted as recited in Claim 16? 

Applicant submits that the Examiner failed to comply with 37 C.F.R. §1. 104(c)(2) which 
states: 

"In rejecting claims for want of novelty or for obviousness, the examiner 
must cite the best references at his or her command. When a reference is 
complex or shows or describes invention other than that claimed by 
Applicant, the particular part relied on must be designated as nearly 
as practicable. The pertinence, if not apparent, must be clearly explained 
and each rejected claim specified" (emphases added). 

Applicant submits that the Examiner has failed to "designate as nearly as practicable" 
where Da Silva discloses the "shifted unmodulated optical reference tone"(emphasis 
added) as recited in Claim 16. Applicant respectfully request that the Examiner comply 
with 37 C.F.R. §1.1 04(c)(2) or withdraw the rejection. 

Claims 17 and 19 

Claims 17 and 19, at least based on their dependency on Claim 16, are also submitted to 
be patentable over Da Silva and Lida. 



Claims 17 and 19-21 

Claims 17 and 19, at least based on their dependency on Claim 16, are also submitted to 
be patentable over Da Silva and Lida. 
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In view of the above, reconsideration and allowance of all the claims are respectfully 
solicited. 

The Commissioner is authorized to charge any additional fees which may be required or 
credit overpayment to deposit account no. 12-0415. In particular, if this response is not 
timely filed, then the Commissioner is authorized to treat this response as including a 
petition to extend the time period pursuant to 37 CFR 1.136 (a) requesting an extension 
of time of the number of months necessary to make this response timely filed and the 
petition fee due in connection therewith may be charged to deposit account no. 12-0415. 
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become reduced (ferrous iron reduces to ferric 
iron) b : to become concentrated or consoli- 

. dated c : to undergo meiosis 

2 : to become converted or equated 
synonym see decrease, conquer 

— re*duc-er noun 

— re«dud'ibiM*ty V.dU-so-'bi-la-te, -.dyiiA 
noun 

— re-duc-ible Vdii-sa-bal, -'dyiiA adjec- 
tive 

— re*duc*ibly \-b!e\ adverb 
reducing agent noun (1885) 

: a substance that reduces a chemical com- 
pound usually by donating electrons 

re. duct ant Vri-'dak-tantA noun (1925) 
: reducing agent 

re-duc-tase \-,tas, -,taz\ noun (1902) 
: an enzyme that catalyzes reduction 

re«duc«tio ad ab*sur«dum Vri-'dak-te-.o-.ad- 
ab-'sar-dam, -'dak-se-o-, -she-,. -'zarA noun 
(Late Latin, literally, reduction to the absurd] 
(1741) 

1 : disproof of a proposition by showing an 
absurdity to which it leads when carried to its 
logical conclusion 

2 : the carrying of something to an absurd ex- 
treme 

re«duc<tion Vri-'dak-sharA noun [Middle En- 
glish reduccion restoration, from Middle 
French reduction, from Late Latin & Latin; 
Late Latin reduction-, reductio reduction (in a 
syllogism), from Latin, restoration, from re- 
ducere] (1546) 

1 : the act or process of reducing : the state of 
being reduced 

2a: something made by reducing b : .the 
amount by which something is reduced 

3 [Spanish re duccidn, from Latin reduction-, 
reductio] : a South American Indian settlement 
directed by Jesuit missionaries 

4 : meiosis 2; specifically : production of the 
gametic chromosome number in the first mei- 
otic division . 

re«duc*tion«al Vshnal, -sha-n 3 l\ adjec : 

tive 

reduction division noun (1891) 
: the usually, first division of meiosis in which 
chromosome reduction occurs; also : meiosis 2 

reduction gear noun (1896) 
: a combination of gears used to reduce the in- 
put speed (as of a marine turbine) to a lower 
output speed (as of a ship's propeller) . 

re*duc«tion«ism Vri-'dak-sha-.ni-zsnA noun 
(1943) 

1 : the attempt to explain all biological pro- 
• cesses by the same explanations (as by physi- 
cal laws) that chemists and physicists use to 
interpret inanimate matter; also i the theory 
that complete reductioriism is possible 
2 : a procedure or theory that reduces complex 
data or phenomena to simple terms; especially 
: oversimplification ... 

— re«duc-tion*ist \-sh(a-)nist\ noun or ad- 
jective 

— re«duc<tion*is*tic . V.dak-shs-'nis-tikV 
adjective 

. re-duot i ve \ri-'d9k-tiv\ adjective ( 1 633) 

1 : of, relating to, causing, or involving reduc- 
tion v 

2 : of or relating to reductionisrh : reduction; 
istic 

— re«duc*tive«ly adverb 

— re*duc*tive*ness noun 

re. dun- dan. cy \ri-'d3n-d3n(t)-se\ noun, plural 
-cles (circa 1602) 

1 a : the quality or. state of being redundant 
: superfluity b : the use of redundant compo- 
nents; also : such components c chiefly British 
: dismissal from a job especially by layoff 
2 : profusion, abundance 
3a: superfluous repetition s prolixity b : an 
act or instance of needless repetition 
4 : the part of a message that can be. eliminat- 
ed without loss of essential information 



re«dun«dant \-dont\ adjective [Latin redun- 
dant-, redunddns, present participle of redun- 
dare to overflow — more at redound] 
(1594) . . 

1 a : exceeding what is necessary or normal 
: superfluous b : characterized by or contain- 
ing an excess; specifically : using more words 
than necessary c : characterized by similarity 
or repetition (a group of particularly redun-. 
dant brick buildings) d chiefly British : no 
longer needed for a job and hence laid off 
2 : profuse, lavish 

3 .: serving as a duplicate for preventing fail- 
ure of an entire system (as a spacecraft) upon 
failure of a single component 

— re-dun- dant- ly adverb _ 
re*du*pli*cate \ri-'du-pli-,kat, 're-, -'dytiA 

transitive verb [Late Latin reduplicatus, past 
participle of- reduplicare, from Latin re- + du- 
plicare to double — more at duplicate] (cir- 
ca 1570) 

1 : to make or perform again : copy, repeat . 

2 : to form (a word) by reduplication 

— re*du*pli'Cate \-kst\ adjective. 
re*du<pll*ca*tion Vri-.du^pli-'ka-shsn, ,re-, 

-'dyuA*cnm(1555) 

1 : an act or instance of doubling or reiterating 

2 a : an often grammatically functional repeti- 
tion of a radical element or a part of it occur- 
ring usually at the beginning' of a word and of- 
ten accompanied by change of the radical 
vowel b.(l) : a word or form produced by re- 
duplication (2) : the repeated element in such a 
word or form 

3 : anadeplosis 

-r- re«du-pli-ca*tive \ri-'du-pli- t ka-tiv t 're-, 
.-'dytiA adjective 

— re*du*pli*ca«tive*ly adverb 
re*du*vi«id \ri~'du-ve-3d, -'dytiA noun [ulti- 
mately from Latin reduvia hangnail] (1888) 

: assassin BUG 

— reduviid adjective 

re-dux XQre-'dsks, 're-A adjective [Latin, re- 
turning, from reducere to lead back] (1873) 
: brought back — used postpositively 

red* ware \'red-,war, -,wer\ noun (circa 1797) 
: earthenware pottery made of clay containing 
considerable iron oxide 

red water noun (1594) 
: any of several cattle diseases characterized 
by hematuria 

red wheat noun (1523) 
: a wheat that has red grains 

red wine noun (circa 1754) 
: a wine with a predominantly red color de- 
rived during fermentation from the natural 
. pigment in the skins -of dark-colored grapes 

red*wlng Vred-,win\ now* ( 1657). 
1 : a European ' thrush (Turdus iliacus syn- 
onym 7! musicus) having the. underwing co- 
verts red * 
2 : red-winged blackbird 

red-winged blackbird Vred-.wirjdA noun 
(1797) 

. : a North American blackbird (Agelaius phoe- 
niceus) of which the adult male is black with a 
patch of bright scarlet at the bend of the wings 
bordered behind with yellow or buff — 
called ajso redwing blackbird 

red wolf noun{ 1840) 
: a wolf (Canis rufus synonym C. niger) orig- 
inally of the southeastern U.S. 

red. wood Vred-.wudV noun (1634) 

1 : any of various woods yielding a red dye 

2 : a tree that yields a red dyewood or produc- 
es red or reddish wood . 

3 a : a commercially important coniferous 
timber tree (Sequoia sempervirens) of the bald 
cypress family that grows chiefly v in coastal 
California and sometimes reaches a height of 

\a\abut \ B \ kitten \ar\ further \a\asti \a\ace 
\a\mop, mar \au\out \ch'\chin \e\bet \S\easy 
\g\go- \i\ hit \T\ice \j\job \n\sing \6\go 
\6\law \6i\boy \th\thin \th\the \U\Ioot \o\foot 
\y\yet \zh\ vision- see also Guide to Pronunciation 
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one-half cell delay, an anticipator f a variable bit cell delay, a 
one-third cell delay and a delayed read data single shot (DRDSS ) . 
(Paper 1 at 3, emphasis added.) 

6. The window pulse generating means may comprise "a 
phase-locked loop synchronized with said DRDSS-delayed data 
pulse". (Claim 16, which depends from claim 12.) The disclosed 
window generator "may comprise the phase locked loop included in 
data separator 20". (Paper 1 at 28.) "The phase locked loop is 
shown as a conventional PLL comprised of [voltage-controlled 
oscillator] VCO 30, a frequency divider 32, a comparator 34, a 
charge pump 38 and a filter 40, all interconnected in a loop." 
(Paper 1 at 12.) "Microprocessor 42 is coupled to VCO 30 and is 
adapted to supply a zone identifying signal to the VCO which acts 
as a 'course' control." (Paper 1 at 13.) 

B. The rejection 

7. The examiner has rejected (Paper 9 at 3) claims 12-17 
under 35 U.S.C. § 103 in view of: 

Pederson 5,109,304 28 Apr. 1992 

Fischler et al. (Fischler) 4,894,734 16 Jan. 1990 

8. Claim 17 also stands rejected (Paper 9 at 6 ) under 

35 U.S.C. § 103 in view of Pederson, Fischler, and 

Tanaka et al. (Tanaka) 5,142,420 25 Aug. 1992 

(filed 23 Apr. 1990) 
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claims 13 and 14 and enter a new ground of rejection for the 
remaining claims. 

2. Appellant filed the subject application on 22 June 
1992. He claims no priority under 35 U.S.C. §§ 119 or 120. 

3. The subject matter of the invention is a delayed read 
data single shot (DRDSS) circuit for delaying a data signal read 
from different zones on a zone-bit-recorded (ZBR) data storage 
device. (Paper 1 at 1.) 

4. Claim 12, the only independent claim on appeal, sets 

forth the subject matter of the invention as follows: 

Window margining apparatus for detecting the 
occurrence of a data pulse reproduced from a zone bit 
recorded data storage device within a window duration, 
comprising: 

a delayed read data single shot (DRDSS) circuit 
for delaying by an adjustable amount the data pulse 
reproduced from said data storage device to produce a 
DRDSS-delayed data pulse, the amount of delay being 
determined by the zone from which said data pulse is 
reproduced; 

variable delay means coupled in common with said 
DRDSS circuit for delaying said data pulse reproduced 
from said data storage device; 

window pulse generating means coupled to said 
DRDSS circuit for generating a window pulse of 
predetermined duration in response to the DRDSS-delayed 
data pulse; and 

detecting means coupled to said window pulse 
generating means and to said variable delay means for 
detecting if the data pulse delayed by said variable 
delay means occurs within said window pulse. 

5. According to the disclosure, "the delay circuit . . . 
has been described by those of ordinary skill in the art as a 
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THIS OPINION WAS NOT WRITTEN FOR PUBLICATION 

This opinion (1) was not written for publication and 
(2) is not binding precedent of the Board. 

Paper No. 16 

UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

Ex parte RODNEY A. MATTISON 

Appeal No. 95-2218 
Application 07/902,073 

ON BRIEF 

Before THOMAS, HAIRSTON, and TORCZON, Administrative Patent 
Judges . 

TORCZON, Administrative Patent Judge . 

FINDINGS OF FACT AND CONCLUSIONS OF LAW 
FINDINGS OF FACT 

We have reviewed the record in its entirety in light of the 
arguments of Appellant and the examiner. Our decision presumes 
familiarity with the entire record. A preponderance of the 
evidence of record supports each of the following fact findings. 
A. The nature of the case 

1. This is an appeal under 35 U.S.C. § 134 from the final 
rejection of claims 12-17. (Paper 13.) Appellant has canceled 
claims 1-11 and 18. (Paper 8 at 2.) The examiner has allowed 
claims 19-29. (Paper 9 at 1.) We reverse the rejection of 
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9. The Pederson reference teaches a window margining 
method and apparatus for detecting defects on a hard disk. 
(1:7-14.) Pederson lists many compelling reasons why a hard disk 
designer would want a window margining defect detection system. 
(1:15-3:34.) Pederson does not teach zone bit recording or the 
circuitry needed for it, but none of Pederson' s reasons for 
having error-detection circuitry are unique to Pederson' s 
disclosed constant bit rate recorded hard disk system. 

10. For the purposes of appeal, Appellant has conceded that 
"Pederson* s variable delay 22, window generator 26 and error 
detector 32 . . . correspondf] to Appellant's claimed 'variable 
delay means, 1 'window pulse generating means' and 'detecting 
means []'", respectively. (Paper 14 at 9.) Appellant further 
concedes that "Pederson' s error detector 32 corresponds to the 
claimed 'first comparator means[]'". (Paper 14 at 27.) The 
examiner concedes that "Pederson does not have an element similar 
to the DRDSS circuit." (Paper 9 at 4.) We find these 
concessions to be consistent with the record. 

11. Pederson 's variable delay circuit 22 and window 
generator 26 are coupled in common to the CLOCK signal. (7:37- 
8:15; Fig. 2.) Pederson 's error detector 32 is coupled to the 
window generator 32 and (via multiplexer 28) to the variable 
delay 22. (7:29-65; Fig. 2.) The window generator 26 includes a 
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phase-locked loop (PLL) synchronized with the clock signal. 
(7:37-46. ) 

12. Pederson does not teach three separate comparators 
comparing the output of the variable-delayed data pulse and the 
window pulse, the DRDSS-delayed data pulse and the window pulse, 
and the outputs of the preceding comparators, respectively, as 
set forth in claim 13. 

13. The Fischler reference teaches a method and apparatus 
for constant density recording of zones on a hard disk drive. 
(2:12-29.) Fischler teaches that constant-density recording has 
the advantage of maximizing disk storage capacity. (1:23-41.) 
Fischler' s zone-based constant-density recording system is 
disclosed to be a good compromise of access time, cost, size, 
reliability, and storage capacity. (1:42-2:29.) 

14. Appellant concedes that a hard drive using Fischler' s 
constant density recording is the same as the claimed "zone bit 
recorded data storage device". (Paper 14 at 9.) Appellant 
further concedes for the purposes of appeal "that Fischler 's 
anticipator [62] corresponds to Appellant's DRDSS circuit." 
(Paper 14 at 10.) We find these concessions to be consistent 
with the record. 1 

1 Appellant's disclosure could be read to discourage the 
use of Fischler 1 s anticipator because, among other things, it 

(continued. . . ) 
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15. Fischler discloses (9:11-10:14) a variable frequency 
oscillator (VFO) 12 that "is used to establish a decode window to 
separate the data from the read channel." (9:45-46.) The VFO 
includes an anticipator 62 (9:11-13) and a voltage control 
oscillator (VCO) 65 (9:35-37; Fig. 3). The VFO is a PLL (9:59- 
60) , the phase of which is controlled by the anticipator (9:49- 
53) . 

16, Fischler 1 s PLL (Fig. 3) appears to be structurally 
equivalent to the "conventional" PLL that comprises Appellant's 
window generator. Fischler 's PLL has a VCO 65, a frequency 
divider 68 , a comparator (dual-mode phase-frequency detector 63), 
a charge pump 64, and a filter 77, connected in a loop. 

(Fig. 3.) The output of filter 77 is the fine control signal. 
(9:28-30.) The comparator also receives a reference signal FREF 
(via anticipator 62) from a reference oscillator (VCO 86) except 
during read operations. (8:61-9:19.) Fischler provides coarse 



l ( . . .continued) 
takes up too much "real estate". (Paper 1 at 4-5.) 
Nevertheless, Appellant has not drafted his claim so as to 

exclude Fischler' s anticipator. In re Morris , F.3d , , 

43 USPQ2d 1753, 1759 (Fed. Cir. 1997) (Applicants bear the burden 
of precisely claiming their inventions.). For instance, 
Appellant did not use means-plus-function language to claim the 
DRDSS circuit. Cf . Greenberg v. Ethicon Endo-Surgery Inc. f 
91 F.3d 1580, 1584, 39 USPQ2d 1783, 1786 (Fed. Cir. 1996). 
Moreover, Appellant has conceded the equivalence of Fischler' s 
anticipator to the claimed DRDSS circuit for the purposes of 
appeal. 
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control signal 80 based on zone control signal 18 via digital-to- 
analog converter 67 , which is coupled to the VCO 65. (9:30-34.) 

17. Although Appellant characterizes the VFO description as 
"less than clear" (Paper 14 at 10), we presume Fischler's 
disclosure to be adequate for the purposes of an obviousness 
rejection absent evidence to the contrary. In re Epstein , 

32 F.3d 1559, 1568-69, 31 USPQ2d 1817, 1823-24 (Fed. Cir. 1994). 
Appellant has not offered evidence that Fischler's disclosure is 
not enabling. 

18. Fischler does not disclose a window-margining defect- 
detection apparatus or method. One consequence of this is that 
Fischler does not teach three comparators in a defect-detecting 
means . 

19. The Tanaka reference, Appellant argues, adds nothing to 
the teachings of Fischler. (Paper 14 at 6 n.3.) The examiner's 
answer neither responds to this point nor offers any further 
discussion of Tanaka. Since we do not see any basis for relying 
on Tanaka beyond the teaching of a VCO, which is already taught 
in Fischler, we find Tanaka to be cumulative to Fischler for the 
purposes of rejecting claim 17. 

20. We rely on the references to show the level of skill in 
the art. In re GPAC , 57 F.3d 1573, 1579, 35 USPQ2d 1116, 1121 
(Fed. Cir. 1995). 
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21. Appellant has not presented objective evidence of 

secondary considerations for us to review. Cf . In re Geisler , 

116 F.3d 1465, 1470, 43 USPQ2d 1362, 1366 (Fed. Cir. 1997) (Such 

evidence should be in the specification or other evidentiary 

submission. ) . 

CONCLUSIONS OF LAW 
A. Claim interpretation 

1. During examination, we must give claims their broadest 
reasonable interpretation since Applicants are in the position to 
amend their claims to avoid problems. In re Zletz , 893 F.2d 319, 
321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989). Applicants are 

obliged to claim precisely. Morris , F.3d at , 43 USPQ2d 

at 1759. When appellants concede for the purposes of appeal that 
an elements in their claims cover prior art structures, we must 
take such concessions at face value unless the concessions are 
manifestly unreasonable. Stripped to its essentials, claim 12 
(as argued) requires the following elements arranged as shown and 
no more: 



DRDSS circuit 



Window Pulse 
Generating Means 








Detecting means 



Variable Delay means 
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B. Claims 12 and 15-17 are obvious 

2. We agree with Appellant's complaint that the examiner's 
combination of Pederson and Fischler appears to be the product of 
hindsight. (Paper 14 at, e.g., 15.) The examiner looks to 
Fischler to supply an element missing from Pederson in order to 
meet the claimed invention. (Paper 9 at 4-5.) While it is true 
that hindsight is necessary to the extent of narrowing the focus 
of the examination to the claimed subject matter, the motivation 
to combine must make sense in terms of the prior art per se 
without reference to the claims. In re McLaughlin , 443 F.2d 
1392, 1395, 170 USPQ 209, 212 (CCPA 1971). Although the examiner 
was generally on the right track, we conclude that his rationale 
was unacceptably based on hindsight. 

3. We, nevertheless, conclude that the subject matter of 
claims 12 and 15-17 would have been obvious in light of Pederson 
and Fischler. The Fischler reference would have motivated a 
person having ordinary skill in the art to use a zone bit 
recorded (ZBR) hard disk system like Fischler' s for the reasons 
(access time, data density, cost, reliability, size) Fischler 
discloses. Findings 13 and 14, supra . The same person would 
also have been motivated to provide hard disk diagnostic 
circuitry for a ZBR system for the same reasons (many sources of 
defects that can occur after the disk is in use) Pederson 
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discloses. Finding 9, supra . Thus, on reading Fischler and 
Pederson, a person having ordinary skill in the art would have 
had very strong motivation to combine the teachings of these 
references. 

4. Fischler* s disk drive needs the VFO to implement his 
ZBR system. The VFO is an anticipator-synchronized phase-locked 
loop. Finding 15, supra . Fischler' s VFO is the ZBR analog of 
Pederson' s window generator, which is a clock-synchronized phase- 
locked loop. Finding 11, supra . The person having ordinary 
skill in the art would not have needed Pederson 's window 
generator to implement Pederson' s diagnostic system in Fischler' s 
disk drive because Fischler has its own window generator, the 
VFO. Consequently, the person having ordinary skill in the art 
would have been motivated to build the following diagnostic 
circuit using the VFO: 





Variable Frequency Oscillator 






Anticipator 


PLL 


i 






Detecting means 




Variable Delay means 




i 







5. The variable delay means and anticipator would be 
coupled in common to the same input because Pederson 1 s detecting 
means compares signals from the same source. The VFO in a ZBR 
system uses the read data signal, not a clock signal, so the 
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variable delay would have to use the same signal. The detecting 
means would also be coupled with the VFO and the variable delay 
means. The PLL in Fischler's VFO corresponds to the 
"conventional" PLL that comprises Appellant's window generator. 
Moreover, Fischler's PLL is coupled in series, and synchronized, 
with the anticipator 62, which Appellant has conceded corresponds 
to the claimed DRDSS circuit. Consequently, we conclude that the 
combination of Pederson and Fischler, in the manner that the 
references suggest, would meet the limitations in claim 12. 

6. The phase shifting set forth in claim 15, which depends 
from claim 12, is precisely corresponds to the phase shifting 
caused by Pederson' s variable delay circuit 22. (7:29-8:2.) 
Consequently, we conclude that this function of the claimed 
variable delay means does not distinguish the subject matter of 
claim 15 from the proposed combination of Fischler and Pederson. 

7. Claim 16, which depends from claim 12, requires the 
window pulse generating means to comprise a PLL synchronized with 
the DRDSS circuit. As we noted above, Fischler's VFO comprises a 
PLL synchronized with an anticipator that corresponds to the 
claimed DRDSS circuit. Consequently, this limitation does not 
distinguish the subject matter of claim 16 from the proposed 
combination of Fischler and Pederson. 
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8. Claim 17, which depends from claim 16, requires the PLL 
to include a variable oscillator generating a signal based on the 
zone from which data is being read (course control) and the phase 
difference between the signal and the DRDSS pulse (fine control). 
Appellant states in the specification that the operation of the 
PLL shown in Figure 3 is know to those having ordinary skill in 
the art. (Paper 1 at 14.) Consequently, we cannot conclude that 
this limitation distinguishes the subject matter in claim 17 from 
the proposed combination of Fischler and Pederson. In any case, 
we have already found fine control in Fischler' s PLL to be 
equivalent. Finding 7?, supra . Claim 17 does not specify a 
source for the zone-based signal, so the fact that Fischler' s 
signal comes via a digital-to-analog converter 67 instead of a 
microprocessor as Appellant discloses is not relevant. 

9. Although we have concluded that the subject matter of 
claims 12 and 15-17 would have been obvious to a person having 
ordinary skill in the art at the time of the invention in view of 
Fischler and Pederson, our rationale is sufficiently distinct 
from the examiner's rationale that we believe due process 
requires a new ground of rejection pursuant to 37 CFR § 1.196(b) 
(Rule 196(b)). 



- 12 - 



Appeal No. 95-2218 
Application 07/902,073 



C. Claims 13 and 14 would not have been obvious on this record 

10. Claim 13 requires the detecting means to comprise 

first comparator means for comparing the data pulse 
delayed by said variable delay means to said window 
pulse, second comparator means for comparing the DRDSS- 
delayed data pulse to said window pulse, and third 
comparator means for comparing said first and second 
comparator means to produce an error indication if the 
comparison of said first comparator means differs from 
the comparison of said second comparator means. 

11. The examiner builds on the premise that Pederson 

teaches a first comparator 18. (Paper 9 at 5.) Appellant 

concedes that the error detector 32 of diagnostic circuitry 18 

(Fig. 2) corresponds to the first comparator means. (Paper 14 

at 27.) According to the final rejection (Paper 9 at 5), the 

combination of Pederson 

would require two additional comparators. One would 
compare the anticipator's delayed data pulse to the 
window in order to account for zonal variations. An 
error would occur if the two comparisons were 
different, so a third comparator would be needed in 
order to detect errors. 

The examiner does not explain how the references, as understood 

by one having ordinary skill, would have lead to this conclusion. 

The answer does not defend the rationale in the final rejection, 

but explains that "additional comparators presented in the claim 

comprise duplicate components [and] that duplicating parts for a 

multiplied effect is not the type of innovation for which a 

patent monopoly is to be granted. See St. Regis Paper Co. v. 
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Bemis Co. , Inc. , 193 USPQ 8, 11." (Paper 15 at 6.) In St. Regis 
Paper , the Court of Appeals for the Seventh Circuit held that 
redundancy of layers to confer strength was obvious in the paper 
bag art. 549 F.2d 833, 838-39, 193 USPQ 8, 11 (7th Cir. 1977). 
In the present case, the comparators are not redundant since each 
has distinct inputs. The examiner's rationale for the rejection 
does not comport with the language of the claim so we reverse 
this rejection. 

12. Claim 14 depends from, and thus incorporates the 
limitations of, claim 13. Consequently, we reverse the rejection 
of claim 14 as well. 

DECISION 

We affirm the rejection of claims 12 and 15-17 under 
section 103 in view of Pederson and Fischler, albeit under a 
significantly different rationale. Hence, the affirmance is a 
new ground of rejection pursuant to Rule 1.196(b). 

We reverse the rejection of claims 13 and 14 under 
section 103 in view of Pederson and Fischler. 

Any request for reconsideration or modification of this 
decision by the Board of Patent Appeals and Interferences based 
upon the same record must be filed within one month from the date 
of this decision. 37 CFR § 1.197. 
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Alternatively , Appellant may elect to prosecute the new 
grounds of rejection entered pursuant to 35 CFR § 1.196(b) by 
amendment or showing of facts , or both, not previously of record. 
37 CFR § 1.196(b)(1). We set a shortened statutory period for 
making a response under this provision to expire two months from 
the date of this decision. 

This decision is not final for purposes of review under 
35 U.S.C. §§ 141 and 145. 37 CFR § 1.196(b). 

Any extension of the period for taking subsequent action in 
this appeal will be governed by 37 CFR § 1.136(b). 

AFFIRMED-IN-PART, 37 CFR § 1.196(bl 



JAMES D. THOMAS 
Administrative Patent Judge 



KENNETH W. HAIRSTON 
Administrative Patent Judge 



RICHARD TORCZON 
Administrative Patent Judge 
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